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Trademark Trial and Appeal Board
In re Dan McCart hy
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Frederick L. Tol hurst of Cohen & Gigsby, P.C. for Dan
McCart hy.
John T. Lincoski, Jr., Trademark Exam ning Attorney, Law
Ofice 113 (Odette Bonnet, Managi ng Attorney).
Before Sims, Hanak and Hairston, Adm nistrative Trademark
Judges.
Qpi nion by Sims, Admi nistrative Trademark Judge:

Dan McCarthy (applicant) has appeal ed fromthe final
refusal of the Trademark Examining Attorney to register the
mar k PANORAMA for wi ndows with vinyl franmes.! The Exanining
Attorney has refused registration under Section 2(d) of the

Act, 15 USC 81052(d), on the basis of Registration No.

1,313,090, issued January 8, 1985, Section 8 affidavit

! Application Serial No. 76/243,538, filed April 20, 2001, based
on an allegation of applicant’s bona fide intention to use the
mark in comrerce.



Serial No. 76/243,538

accepted, Section 15 affidavit acknow edged, for the mark

shown bel ow

PANGRAMA

for “patio doors, residential steel doors, door franes, and
parts thereof —nanely, astragals, nolding and trim all nade
primarily of metal.” Applicant and the Exam ning Attorney
have filed briefs, but applicant did not request an oral
heari ng.

W affirm

Briefly, the Exam ning Attorney argues that the marks
have the same comrercial inpression because the m nor
design el enents (“decorative flourish”™) in registrant’s
mark are not pronounced and have little trademark
significance. Gving greater weight to the arbitrary and
dom nant elenent in registrant’s mark (the word PANORAMA) ,
the only el ement pronounced in calling for registrant’s
goods, the Exami ning Attorney argues that the respective
mar ks are substantially simlar. Because the marks are so
simlar, the relationship between the goods need not be so

cl ose to support a finding of |ikelihood of confusion,
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according to the Exam ning Attorney. As to the goods, the
Exam ning Attorney has submtted Nexis evidence and copies
of third-party registrations in support of his argunent
that doors and wi ndows are made by sone of the sane

manuf acturers and nay be sold under the sane nmarKks.
According to the Exam ning Attorney, these closely related
goods will be sold in the sanme channels of trade to the
sane class of potential purchasers. Al so, w ndows and
doors may be installed by the do-it-yourself honeowner at
the sane tine. Finally, the Exam ning Attorney asks us to
resol ve doubt in favor of the registrant.

Nine third-party registrations of record show t hat
ot her conpani es have regi stered the sane mark for such
goods as non-netallic wi ndows and doors, and vinyl and
al um num wi ndows and doors. The Nexis excerpts show a
nunber of references to manufacturers of w ndows and doors
(of unspecified conposition) as well as of wood w ndows and
pati o doors and al um num wi ndows and doors.

On the other hand, applicant contends that when the
marks are considered in their entireties and not dissected,
they have different comrercial inpressions. 1In fact, in
his brief (3, 5) applicant argues that “the dom nant
feature is the design” and that “the design is nore

conspi cuous than the acconpanying word and has greater
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force.” See also reply brief, 4 (“.the eye is drawn to the
nore conspi cuous design that promnently appears in the
center of the mark.”). Applicant also contends that the
goods are nonconpetitive and that the conparison here
shoul d not be between w ndows and doors but between vinyl
wi ndows and netal or steel doors, and that there are
differences in the characteristics (strength, weight, fire
resi stance, cost, etc.), manufacturing process and
application of vinyl and netal or steel products.

Applicant also contends that there is no evidence that
metal or steel doors are offered in the sane channel s of
trade or to the sanme purchasers as applicant’s vinyl

Wi ndows.

In response, the Exam ning Attorney points to two
regi strations for both vinyl (or non-netal) w ndows and
doors as well as alum num (or netal) w ndows and doors,
argui ng that the sanme conpany may nake both vinyl or non-
metal as well as netal doors and w ndows.

Upon careful consideration of this record and the
argunents of the attorneys, we agree with the Exam ning
Attorney that confusion is |ikely.

Concerning the marks, the correct test is not whether

the marks can be di stingui shed when conpared si de-by-side,

but rather whether the marks at i ssue create the sane
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overall commrercial inpression. The reason for utilizing
such a test, as opposed to basing a decision on a side-by-
side conmparison, is that the latter ordinarily is not the
way that custonmers will be exposed to the respective narks.
Instead, it is the simlarity of the general overal
commerci al inpression engendered by the marks at issue which
nmust determne, due to the fallibility of nenory and the

| ack of perfect recall, whether confusion as to source or
sponsorship is likely. The proper enphasis is thus on the
recol l ection of the average purchaser, who nornally retains
only a general rather than a specific inpression of marks.
See, e.g., Envirotech Corp. v. Solaron Corp., 211 USPQ 724,
733 (TTAB 1981); and Sealed Air Corp. v. Scott Paper Co.,
190 USPQ 106, 108 (TTAB 1975).

The marks here, although not identical, are very
simlar in appearance and identical in pronunciation and
nmeani ng. As the Exam ning Attorney properly points out,
where, as here, a mark consists of a literal portion and a
design portion, it is generally the literal portion which
is nore likely to be inpressed upon a consuner's nenory and
to be used in calling for or asking about the goods. 1In re
Appetito Provisions Co. Inc., 3 USPQ@d 1553, 1554 (TTAB
1987). Also, there is no indication that the registered
mark is other than arbitrary for the goods listed in the

registration



Serial No. 76/243,538

The fact that the respective nmarks are very simlar
“wei ghs heavily against applicant.” In re Martin’s Fanobus
Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289, 1290
(Fed. Gr. 1984). Indeed, the fact that an applicant has
selected the identical mark as a registrant “wei ghs [so0]
heavi | y agai nst the applicant that applicant’s proposed use
of the mark on “goods... [which] are not conpetitive or
intrinsically related [to registrant’s goods]...can [still]
| ead to the assunption that there is a commbn source.” In
re Shell G| Co., 992 F.2d 1204, 26 USPQ2d 1687, 1688-1689
(Fed. Cir. 1993). That is to say, “the greater the
simlarity in the marks, the lesser the simlarity required
in the goods or services of the parties to support a
finding of likelihood of confusion.” 3 J. MCarthy,

McCarthy on Trademarks and Unfair Conpetition, 823:20.1

(4th ed. 2001).

Wth respect to the goods, it is well settled that the
i ssue of |ikelihood of confusion nust be determ ned on the
basis of the goods as they are set forth in the invol ved
application and the cited registration. See Cctocom
Systens Inc. v. Houston Conputer Services Inc., 918 F.2d
937, 16 USPR2d 1783, 1787 (Fed. Cir. 1990); Canadi an
| mperial Bank of Commerce, N. A v. Wlls Fargo Bank, 811

F.2d 1490, 1 USPQ2d 1813, 1815-16 (Fed. Cr. 1987); CBS
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Inc. v. Morrow, 708 F.2d 1579, 218 USPQ 198, 199 (Fed. Gr.
1983); Squirtco v. Tony Corp., 697 F.2d 1038, 216 USPQ 937,
940 (Fed. Cir. 1983); and Paul a Payne Products Co. v.
Johnson Publishing Co., Inc., 473 F.2d 901, 177 USPQ 76, 77
(CCPA 1973). Thus, where an applicant's and a registrant's
goods are broadly described as to their nature and type, it
is presuned in each instance that in scope the application
and registration enconpass not only all goods of the nature
and type described, but that the identified goods nove in
all channel s of trade which would be normal for those goods
and that they woul d be purchased by all potential buyers
thereof. 1In re El baum 211 USPQ 639, 640 (TTAB 1981).
Further, in order to find Iikelihood of confusion, it
is not necessary that the goods on which the marks are used
be identical or even conpetitive. It is enough if there is
a relationship between them such that persons encountering
t hem under their respective nmarks are likely to assune that
they originate fromthe sane source or that they are
sponsored or approved by the sanme source. MDonald' s Corp.
v. MKinley, 13 USPQ2d 1895, 1898 (TTAB 1989). See also In
re Qous One Inc., 60 USPQd 1812, 1814-15 (TTAB 2001). As
the Court of Appeals for the Federal Circuit stated in
Recot, Inc. v. MC Becton, 214 F.3d 1332, 54 USPQ2d 1895,

1898 (Fed. Cir. 2000):
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[E]ven if the goods in question are

different from and thus not rel ated

to, one another in kind, the sanme goods

can be related in the mnd of the

consum ng public as to the origin of

the goods. It is this sense of

rel atedness that matters in the

| i kel i hood of confusion anal ysis.
See al so Bose Corporation v. QSC Audi o Products, Inc., 293
F.3d 1367, 63 USPQ@d 1303, 1309-1310 (Fed. Cr.
2002) (“Hence the products as described in the pertinent
registrations are not the same. But they are related as
requi red by DuPont.”); and Hew ett-Packard Conpany V.
Packard Press, Inc., 281 F.3d 1261, 62 USPQ2d 1001, 1004
(Fed. Gr. 2002)(“[E]ven if the goods and services in
guestion are not identical, the consum ng public may
perceive them as rel ated enough to cause confusion about
the source or origin of the goods and services”).

Here, registrant’s goods are netal patio and ot her
residential doors while applicant’s goods are wi ndows wth
vinyl frames. The Exam ning Attorney has nmade of record
evidence that there are third-party manufacturers of both
wi ndows and doors, and sone manufacturers of both nmetal and
non- nmetal w ndows and doors. The evidence is sufficient to
concl ude that purchasers, aware of registrant’s PANORAVA

and design mark for metal patio and other residential doors

who then encounter applicant’s PANORAMA vinyl w ndows
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(which could also be for residential use) are likely to
believe that these goods are nade by the same manufact urer
or are sponsored or licensed by the sane entity.

Decision: The refusal of registration is affirned.



